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The Unitary Patent (UP) and Unified Patent Court (UPC)
are really coming!
Everyone involved in patents in Europe knows it: The European patent, granted by

the European Patent Office (EPO) in Munich. A patent based on one single

application with effect in up to 44 countries. A successful system since the founding

of the EPO in 1973.

But with the publication of the grant, the European patent "disintegrates" into a

bundle of patents, each with national effect. As a result, numerous national

regulations apply after grant. To date, translations of a granted European patent

from the respective procedural language (English, German or French) into one or

more national languages have to be prepared and filed with some of the national

patent offices in due time if the European patent is to retain its effect in the

respective country. Recording change of ownership of the patent and, above all,

enforcement of the patent in the event of patent infringement have to be carried out

separately for each country according to the respective national law.

For this reason, there have been efforts for many years to create a Unitary Patent
also for the period after the patent has been granted. The latest push, the

Agreement on a Unified Patent Court (UPC Agreement) of 19 February 2013 and

the accompanying EU Regulations 1257/2012 and 1260/2012, have now actually

entered the home stretch. On 19 January 2022, Austria became the thirteenth

Member State of the European Union (EU) to deposit its instrument of ratification for

accession to this agreement. This opened the final phase on the way to a Unified

Patent Court (UPC) and a European patent with unitary effect for the participating

EU countries (Unitary Patent, UP).

What is still missing now is to make the new system operational. To this end, the

agreement provides for a preparatory sunrise phase, the so-called Provisional
Application Phase. Within this phase, the personnel and technical prerequisites for

the new system will be established. It is expected that this phase can be completed

by the end of 2022, or early 2023. The phase will end 3 months (strictly speaking on

the first day of the fourth month) after Germany has also formally deposited its

instrument of ratification. Germany's decisive role was deliberately agreed in order to

be able to control the timing of the actual entry into force day by day. After the

Federal Constitutional Court rejected several constitutional complaints against

Germany's ratification of the Agreement in June 2021, and the law on the Agreement

on a Unified Patent Court was signed by President Frank-Walter Steinmeier and

published on 12 August 2021, only the formal deposit of the German ratification

instrument is missing as the last act.

What does this mean for patent applicants and their competitors in the future? With

the entry into force of the new system, they will all have to consider a third

alternative in addition to the European "bundle patents" which will continue to be

available and the national patents granted on a national basis. Applicants will have

to decide on a case by case basis for each future, and also for each existing,

European patent whether they want to subject it to the new and then exclusive

jurisdiction of the coming Unified Patent Court, or whether they prefer to remain with

the previous "bundle patent" and its respective national jurisdictions.

With entry into force of the new system, all European patents granted by the EPO

will in principle be subject to the exclusive jurisdiction of the Unified Patent Court.

This applies both to infringement actions and to invalidity actions. The latter is of

particular importance for competitors of a patent proprietor, because the exclusive

jurisdiction enables a central invalidity attack with effect for all participating countries.

This is exactly the downside for the patent proprietor. On the other hand, the patent

owner can benefit from a central enforcement in case of infringement. Another

advantage from our point of view: patent infringement and patent validity are

regularly heard in the new system before a panel of judges that includes at least
one technically qualified judge in addition to legally qualified judges. This is new

and does not exist in any patent system today. It is to be expected that decisions in

an infringement dispute will take appropriate account of an invalidity counter attack,

which is unfortunately not always the case in the German bifurcated court system

with its strictly separate jurisdiction for infringement and invalidity.

Patent owners can declare a so-called opt-out against the exclusive jurisdiction of

the Unified Patent Court for European "bundle patents" during a transitional period of

7 years, which can be extended once by 7 years, without any time limit. These are

all European patents granted until the entry into force of the new system and

furthermore all future European patents where the patent proprietor deliberately

does not make use of the possibility to obtain a European patent with unitary effect.

The opt-out must be formally declared to the Unified Patent Court Registry and is

only excluded if infringement or invalidity proceedings relating to the patent

concerned have already been brought before the Unified Patent Court. As long as

this is not the case, the opt-out can be declared at any time and, if declared, can be

reversed once by an opt-in declaration.

This means that patent owners must make an individual opt-out decision for all

European patents in force on a case by case basis. No decision means a fictitious

decision in favor of participation in the new court system.

In addition, applicants will have to decide in the future whether they want to make a

patent intended for grant by the EPO a European patent with unitary effect, or

whether they prefer to stay with the well-known "bundle patent". In the former case,

a formal request for unitary effect must be filed with the EPO no later than one

month after grant. The advantages of such a request lie in the central administration

of the unitary patent. Separate national translation requirements are no longer

necessary. A single translation in addition to the language of the proceedings is

sufficient, and the rules are such that there is always an English-language version of

the unitary patent. In addition, renewal fees are incurred centrally in an amount

based on the amount of the renewal fees for the four most frequently chosen

European countries. In other words, patentees will be able to obtain protection in

significantly more countries for annuities equal to the previous four countries. We

will, of course, inform our clients about this new option in all future grants and we will

also be happy to answer questions relating to any individual decision.

Even though the new unitary patent is now in the starting blocks, European "bundle

patents" will continue to exist alongside it for the foreseeable future. This applies not

least against the background that not all European states can or want to join the
new system. Of the current 44 member states that an applicant can reach via a

patent application at the EPO, only 27 states belong to the European Union (EU)

since Brexit. The EU states of Spain, Poland and Croatia have so far shown no

intention of joining the new system. Therefore, as things stand, the unitary patent is

available to a maximum of 24 EU states, with a number of ratification instruments

still pending, including that of Germany. The current status of the deposited

ratification instruments and the thus participating countries can be found on the

website of the Council of the European Union under the following link.

24 member states (blue) become single designation (UP)

UP is a single patent – one validation / annuity

Further EP states possible as usual

'Old' EP system still possible

Further information
EPO INFORMATION (with further graphics)

Dr Torsten Duhme, Partner
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Air Taxis on the Rise - Rapid Growth in Urban Air
Mobility Innovations
According to the German Patent and Trade Mark Office (GPTO), the number of

German patent applications in the field of Urban Air Mobility (UAM) has tripled within

the past five years. More than 1.900 patent applications were filed between 2016 to

2020. The US accounted for the biggest part (44.2%). Germany, however, has

followed closely. In 2020, Germany accounted for about 120 patent applications,

twice as much as in 2019. In contrast, the number of patent applications in the US

has fallen slightly.

Urban Air Mobility (UAM) describes the expansion of urban mobility into the

airspace. Most of the aircrafts related to this field are so-called multicopters,

designed for vertical take-off on a tiny area in a city. The high power demand for

vertical take-off and landing constitutes one of the biggest challenges in the

development of air taxis. A considerable part of patent applications in the UAM field

can be attributed to energy supply and energy storage systems. Additionally,

numerous patent applications are related to the design of additional wings

generating aerodynamic lifts in cruise flights.

More and more metropolitan cities are currently suffering from an overloaded

infrastructure and are looking for environment-friendly and resource-saving

solutions. Introducing air taxis for public transport and cargo transport might play a

considerable role in relieving the pressure on these cities. Considering the previous

issues, Urban Air Mobility is expected to become the future market with an

enormous economic potential.

Further information
PRESS RELEASE GPTO

INFOGRAPHICS ON URBAN MOBILITY (only in German)
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Office News

EPO Statistics 2021 - European Patent Applications reach Record
Level despite Pandemic

The number of patent applications filed with the European Patent Office (EPO)

climbed to a record level of 188.600 in 2021, which corresponds to a 4.5%-growth,

exceeding the previous record of 181.532 patent applications considerably.

Following a slight drop back in 2020 (-0.6%), a clear recovery was shown in 2021.

Source: European Patent Office 2022

The highest increase of patent applications is shown in the field of digital
communication (+9.4% compared to 2020), followed by medical technology
(+0.8%). Computer technology, representing the third largest area within ten

leading technology fields, accounts for the biggest growth (+9.7%). A significant

growth was shown in the field of audiovisual technology (+24%) and semiconductors

(+21%). Strong patent activities were shown in the field of pharmaceuticals (+6.9%)

and biotechnology (+6.6), which can mainly be attributed to inventions of vaccines

and other fields in the health sector.

Source: European Patent Office 2022

The countries with the highest growth rates in patent applications in 2021 were

again the US, Germany, Japan, China and France. The most significant increase in

patent application filings was generated by China and the US.

The number of patent applications from Europe increased (+2.8%) in 2021. The total

share of applications, however, dropped to 44%. This is mainly related to the fact

that more and more applicants outside Europe, particularly from Asia, wish to have

their inventions covered on the European market.

Source: European Patent Office 2022

Huawei tops the applicant ranking in 2021 followed by Samsung (topped the

applicant ranking in 2020) and LG. The top 10 also includes four European

companies, some of them represented by WITTEWELLER.

Source: European Patent Office 2022

Further information
EPO NOTIFICATION

PATENT INDEX 2021

EPO: New Fees from 1 April 2022

The European Patent Office (EPO) has revised its fees from 1 April 2022.

For more information on the EPO fees please klick here. For detailed information

regarding payment of official fees according to the new schedule of fees please klick

here.

Please get in touch with us if you have any questions regarding official fees.

China joins the Hague System

China joined the Hague System (Hague System for the International Registration of

Industrial Designs) on 5 February 2022 by depositing its instrument of accession to

the World Intellectual Property Organization (WIPO).

The Act will enter into force in China on 5 May 2022. From this date, it will be

possible to file international design applications with the WIPO obtaining protection

in China. Design applications in Hong Kong and Macao, however, will not be

included.

A major advantage of filing an international design application according to the

Hague System is that one single design application filed with the WIPO can cover

multiple countries under the Hague System. Filing a national design application in

advance is not required.

Further information
WIPO NEWS 

Jamaica joins various International Treaties in the IP Field

Jamaica joined the Patent Cooperation Treaty (PCT) on 10 February 2022. From

this date, foreign innovators and patent owners can use the PCT system to seek

patent protection for inventions in Jamaica.

Also on 10 February 2022, Jamaica joined the Hague System. From this date,

Jamaica will be able to seek international protection of designs in the countries

covered by the Hague System.

Additionally, Jamaica joined the Madrid Protocol for the International Registration

of Trademarks. The Madrid Protocol has entered into force on 27 March 2022.

Further information
WIPO PCT NEWS

WIPO HAGUE NEWS 

WIPO MADRID NEWS

EUIPO reaches 2.5 Million EUTM Applications

On 18 March 2022, the European Union Intellectual Property Office (EUIPO)

received its 2.5 millionth trademark application. This record number follows closely

the record number of 2021, counting 200.000 EU trademark applications.

EU trademark applications exceeded the one million mark in 2011. From this date,

demand on EU trademarks from almost all countries and regions worldwide has

grown strongly. Particularly in 2020 and 2021, a massive increase in EU trademark

applications by almost 177.000 in 2020 and 198.000 in 2021 was recorded.

This corresponds to an increase of 10% applications in 2020 and 12% in 2021

compared to the previous year.

This record is closely linked to the strong growth of applications from China in the

last decade and, especially in 2020 and 2021, when China became the top filing

country at the EUIPO, followed by Germany and the US. Recent figures show a

significant increase among the EU member states, with Germany holding the top

position.

Further information
EUIPO NEWS
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Sanctions on Russia – Relation to IP Rights

The Russian attack on Ukraine started on 24 February 2022 and has caused

unimaginable human sufferings. It also marked the start of a strong impact on

politics as well as on the economy to an unforeseeable extent.

The EU member states, the US and various other countries have imposed severe

sanctions on Russia. In the following, we are providing you with an overview of the

consequences these sanctions might have on your IP rights and strategies in

relation to Russia.

Can Patent Application Filings in Russia be recommended?

Trademark and design applications in Russia have not been subject to restrictions

yet and, therefore, filings in Russia may continue under current legal right.

With regard to patents and utility models, restrictive measures imposed on Russia

relating to goods have to be taken into account. The respective intended use of

goods or technologies covered by the respective patent has to be considered.

Patent applications in Russia relating to goods or technologies that may be used for

civil purposes and that are considered to be dual use goods are not affected by

these sanctions. The term “dual use” describes the use of technology or goods for

civil and military purposes.

Patent applications relating to goods or technologies, which might contribute to

Russia’s military and technology strength or to development of the defense and
security sector including oil refinery, aerospace and shipping are subject to

sanctions according to EU regulation 833/2014, 16 March 2022. Providing

respective information may be regarded as technical support in the context of the

export of goods or technology, but also in the disclosure of patent applications

relating to goods or technologies.

From a practical point of view, it should be considered that processing of payments

to Russia might be problematic after Russian banks are banned from the SWIFT

payment network and most banks have already stopped bank transfers to Russia.

What are IP Rights in Russia worth?

Presently, Russian IP rights will continue to apply. However, the Russian

government decided with regulations no. 299 and 430-r of 5 and 6 March 2022 that

Russian companies and individuals are entitled to use inventions, utility models and

industrial designs of IP right owners from "unfriendly states" without their consent

and without receiving compensation. This decision will also include members of the

European Union.

Article 299 is based on the provisions stated in the Russian Civil Code, indicating

that the Russian government is in cases of extreme necessity related to ensure the

defense and security of the state, to protect life and health of citizens, entitled to use

inventions, utility models or designs without the consent of the patent holder by way

of compulsory licensing on a short-term basis and in return for pro rata

remuneration.

It is to be expected that with the continuing war and continuing economic sanctions

imposed by western countries, Russia will grant compulsory licenses on patents

from patent owners of "unfriendly states" without paying any compensation. Owners

of Russian IP rights should be prepared that in case of patent infringements, no

injunctive relief and no claim for damages could be obtained.

Which Strategy relating to Russian IP Rights would be suitable?

Due to the current uncertain legal situation, we highly recommend treating patent

and utility model filings in Russia very carefully, particularly, IP rights concerning

goods and technologies are subject to sanctions according to EU Regulation

833/2014. In our opinion, owners of already pending and published IP rights should

be able to hold and extend protection for these IP rights. In case of IP rights

infringement in Russia, it has to be examined thoroughly on a case-to-case basis

whether an infringement should be prosecuted legally. In any case, IP right

infringement proceedings in Russia should be documented very carefully in order to

safe proof in the future, when law enforcement in Russia would come into force

again.

Should you require assistance, we recommend to contact us in advance to discuss

the details thoroughly.

Further information
EURACTIV NEWS

Dr Marco Findeisen, Partner
VIEW PROFILE
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Responsible according to German press law: Mark Wegener, Patentanwalt

Picture credits from top to bottom: Nr. 1 ©Lora Ohanessian, Nr. 2 ©Henri Lajarrige Lombard, Nr. 3 ©Volocopter, Nr. 4 ©Kristof Roomp (Wikipedia, CC
BY 2.0), Nr. 5 ©WITTEWELLER, Nr. 6 ©Mitja Arzensek
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